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REMARKS/ARGUMENTS 

In response to the Office Action mailed January 3, 2006 finally rejecting examined 
claims 19 and 20, Applicants request reconsideration. 

Claims 1-4, 6-8, 10-16, 19, and 10 are pending in this patent application. Claims 
1-4 are withdrawn from consideration. Claims 6-8 and 10-16 are allowed. 

Claims 19 and 20 have been finally rejected as obvious over Yamaguchi 
(Published U.S. Patent Application 2005/0167768) in view of Yamazaki et al. (Published 
U.S. Patent Application 2005/01 10091, hereinafter Yamazaki). This rejection is again 
respectfully traversed for entirely independent reasons. 

Assuming Yamaguchi is prior art, Applicants rely upon the argument presented in 
the Amendment filed November 30, 2005 as distinguishing claims 19 and 20 from the 
proposed combination of Yamaguchi and Yamazaki. The argument is incorporated by 
reference without again being set out at length. 

This Request for Reconsideration is filed to emphasize the point not commented 
upon by the Examiner with regard to claims 19 and 20, namely that Yamaguchi is not 
prior art under U.S. law and therefore the rejection is legally defective and cannot be 
properly maintained. 

The present patent application was filed in the United States on March 30, 2004. 
Although a foreign priority of December 26, 2003 was claimed, the priority date of the 
present patent application has not been perfected. Thus, at the present time, Applicants 
rely upon March 30, 2004 as the effective date of their patent application. 

Yamaguchi is a published U.S. patent application that was published on August 4, 
2005. The underlying U.S. patent application of Yamaguchi was filed on March 25, 
2005, almost one year after the effective date of the present patent application. Therefore, 
Yamaguchi cannot be prior art to the present patent application unless the effective filing 
date of Yamaguchi is the filing date of the international application, filed in Japan on 
March 17, 2003, from which Yamaguchi claimed priority pursuant to 35 USC 356(c), i.e., 
as a continuation application, not as a national phase application under 35 USC 371. 

Attached to this Response is a copy of the title page and the first page of the 
description of Published International Application WO2004/084291 J Tthe published form 
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of the international application from which Yamaguchi claims priority. These two 
attached pages demonstrate that the international application of Yamaguchi (incorrectly 
referring to the inventor as Yaguchi) was published in Japanese, not in English. 
Comparison of the application number for that international publication with the 
application number appearing on the front page of the Yamaguchi U.S. publication 
confirms the relationship of the published international application to the published U.S. 
patent application. 

In order to determine the effective date, for prior art purposes, of Yamaguchi, the 
Examiner's attention is directed to example 8 appearing at pages 700-37 and 700-38 of 
the MPEP. A copy is attached. This example exactly matches the present situation and 
conclusively demonstrates that the effective date, for prior art purposes, "is the actual 
U.S. filing date of the 35 U.S.C. 1 1 1(a) application. No benefit of the international filing 
date (nor any U.S. filing dates prior to the I[nternation] Application]) is given for 35 
U.S.C. 102(e) purposes since the IA is published under PCT Article 21(2) in a language 
other than English." 

Yamaguchi is conclusively not prior art to the present patent application pursuant 
to any sub-section of 35 USC 102, as interpreted by the U.S. Patent and Trademark Office 
and pursuant to the instructions given to examiners in MPEP 706.02(f)(1). Therefore, the 
rejection of claims 19 and 20 must be withdrawn and the Examiner has no discretion to 
make or maintain any rejection in this patent application based upon Yamaguchi. 
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Upon an indication of allowability of claims 19 and 20, claims 1-4 will be 
cancelled, subject to the right to file a divisional patent application. 



Date: 
JAWives 



Respectfully submitted, 




iYBIG, 
i Thirteenth Stre 
Washington, DC 20005-3960 
(202) 737-6770 (telephone) 
(202) 737-6776 (facsimile) 



No. 29,45^^ 
YER 
N.W., Suite 300 
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706.02(0(1) 



Additional Priority/Benefit Claims : 

If the IA properly claimed priority to an earlier-filed U.S. provisional (35 U.S.C. 111(b)) application or the 
benefit of an earlier-filed U.S. nonprovisional (35 U.S.C. 1 1 1(a)) application, the 35 U.S.C. 102(e) date for all 
the references would be the filing date of the earlier-filed U.S. application, assuming the earlier-filed applica- 
tion has proper support for the subject matter relied upon as required by 35 U.S.C. 1 19(e) or 120. 

If a second, later-filed U.S. nonprovisional (35 U.S.C. 1 1 1(a)) application claimed the benefit of the 35 U.S.C. 
1 1 1(a) application in the example above, the 35 U.S.C. 102(e) date of the patent or publication of the second, 
later-filed U.S. application would still be the international filing date of the IA, assuming the earlier-filed IA 
has proper support for the subject matter relied upon as required by 35 U.S.C. 120 and 365(c). 



Example 8: References based on a 35 U.S.C. 1 1 1(a) Application which is a Continuation of an International 
Application, which was filed on or after November 29, 2000 and was not published in English under PCT 
Article 21(2). 

Both the U.S. publication and the U.S. patent of the 35 U.S.C. 111(a) continuation of an international applica- 
tion (I A) that was filed on or after November 29, 2000 but not published in English under PCT Article 21(2) 
have the 35 U.S.C. 102(e) prior art date of the actual U.S. filing date of the 35 U.S.C. 1 1 1(a) application. No 
benefit of the international filing date (nor any U.S. filing dates prior to the IA) is given for 35 U.S.C. 102(e) 
purposes since the IA was published under PCT Article 21(2) in a language other than English. The IA publi- 
cation under PCT Article 21(2) does not have a prior art date under 35 U.S.C. 102(e)(1) because the IA was 
not published in English under PCT Article 21(2). The IA publication under PCT Article 21(2) can be applied 
under 35 U.S.C. 102(a) or (b) as of its publication date. 
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The 35 U.S.C. 102(e)(1) date for the IA Publication by WIPO is: None. 
The 35 U.S.C. 102(e)(1) date for the Publication by USPTO is: 01 May 2003. 
The 35 U.S.C. 102(e)(2) date for the Patent is: 01 May 2003 
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The IA publication by WIPO can be applied under 35 U.S.C. 102(a) or (b) as of its publication date (01 Sept 
2002). 

Additional Priority/Benefit Claims : 

If the IA properly claimed priority/benefit to any earlier-filed U.S. application (whether provisional or nonpro- 
visional), there would still be no 35 U.S.C. 102(e)(1) date for the IA publication by WIPO, and the U.S. patent 
application publication and patent would still have a 35 U.S.C. 102(e) date of the actual filing date of the later- 
filed 35 U.S.C. 111(a) application in the example above (01 May 2003). 

If a second, later-filed U.S. nonprovisional (35 U.S.C. 1 1 1(a)) application claimed the benefit of the 35 U.S.C. 
1 1 1(a) application in the example above, the 35 U.S.C. 102(e) date of the patent or publication of the second, 
later-filed U.S. application would still be the actual filing date of the 35 U.S.C. 1 11(a) application in the exam- 
ple above (01 May 2003). 



Example 9: References based on a 35 U.S.C. 1 1 1(a) Application which is a Continuation (filed prior to any 
entry of the national stage) of an International Application, which was filed prior to November 29, 2000 
(language of the publication under PCT Article 21(2) is not relevant). 

Both the U.S. publication and the U.S. patent of the 35 U.S.C. 111(a) continuation (filed prior to any entry of 
the national stage) of an international application (IA) that was filed prior to November 29, 2000 have the 
35 U.S.C. 102(e) prior art date of their actual.U.S. filing date under 35 U.S.C. 1 1 1(a). No benefit of the interna- 
tional filing date (nor any U.S. filing dates prior to the IA) is given for 35 U.S.C. 102(e) prior art purposes 
since the IA was filed prior to November 29, 2000. The IA publication under PCT Article 21(2) does not have 
a prior art date under 35 U.S.C. 102(e)(1) because the IA was filed prior to November 29, 2000. The IA publi- 
cation under PCT Article 21(2) can be applied under 35 U.S.C. 102(a) or (b) as of its publication date. 
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The 35 U.S.C. 102(e)(1) date for the IA Publication by WIPO is: None. 
The 35 U.S.C. 102(e)(1) date for the Publication by USPTO is: 01 Dec. 2000. 
The 35 U.S.C. 102(e)(2) date for the Patent is: 01 Dec. 2000. 
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(57) Abstract: A method for manufacturing a semiconductor device in which a film of an oxide of Hf^Al* (0<x<0.3) having desired 
qq properties is formed as a gate insulating film. The method comprises a step (a) of heating a silicon substrate in a reaction chamber and 
a step (b) of depositing an Hf!_ x AI x O:N film (0.1<x<0.3) having a dielectric constant higher than that of silicon oxide and containing 
absorbed N on the heated silicon substrate by thermal CVD while supplying a film-forming gas containing a material gas, a nitrogen 
gas, and a nitri ding-promoter gas onto the surface of the silicon substrate. 
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